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DECI S| ON ON APPEAL

This is a decision on the appeal under 35 U S.C. § 134
fromthe exam ner’s rejection of clains 1-20, which constitute
all the clains in the application.

The di scl osed invention pertains to a nethod and
apparatus for conditioning a nodul ated signal, such as to
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anplifier performance in a transmtter. The nodul ated signa
is conditioned by expandi ng, using a w ndow function, selected
portions of the signal envel ope that have signal envel ope
magni t udes bel ow a threshol d val ue.

Representative claim1l is reproduced as foll ows:

1. A net hod of conditioning a signal for anplification,
conprising the steps of:

provi di ng a nodul ated signal having a signal envel ope
that varies in nagnitude over tineg;

determ ning m ni num val ues for the signal envel ope;

appl yi ng a wi ndow expansi on function to scale portions of
t he signal envel ope having a m ni rum val ue bel ow a particul ar
threshol d, such that each portion when scal ed has a new
m ni mum val ue of at |east the particular threshold, thereby
generating a conditioned signal; and

processing the conditioned signal for anplification.

The exam ner relies on the follow ng references:

Bi rchl er 5,287, 387 Feb. 15, 1994
Van Dasler et al. (Van Dasler) 5,319, 676 June 07, 1994

Clainms 1-20 stand rejected under 35 U S.C. § 103. As
evi dence of obvi ousness the exam ner offers Birchler taken
alone or Birchler in view of Van Dasl er.

Rat her than repeat the argunents of appellants or the
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exam ner, we make reference to the brief and the answer for

the respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejections advanced by the exam ner and the
evi dence of obviousness relied upon by the exam ner as support
for the rejections. W have, |ikew se, reviewed and taken
into consideration, in reaching our decision, the appellants’
argunments set forth in the brief along with the exam ner’s
rational e in support of the rejections and argunents in
rebuttal set forth in the exam ner’s answer

It is our view, after consideration of the record
before us, that the evidence relied upon and the |evel of
skill in the particular art would not have suggested to one of
ordinary skill in the art the obviousness of the invention as
set forth in clains 1-20. Accordingly, we reverse.

In rejecting clains under 35 U S.C. 8§ 103, it is

I ncunbent upon the exam ner to establish a factual basis to

support the | egal conclusion of obviousness. See In re Fine,
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837 F.2d 1071, 1073, 5 USPQ@2d 1596, 1598 (Fed. Cir. 1988). In

so doing, the exam ner is expected to nmake the factua

determ nations set forth in Grahamv. John Deere Co., 383 U S.

1, 17, 148 USPQ 459, 467 (1966), and to provide a reason why
one having ordinary skill in the pertinent art would have been
led to nodify the prior art or to conbine prior art references
to arrive at the clainmed invention. Such reason nust stem
from sone teaching, suggestion or inplication in the prior art
as a whole or know edge generally avail able to one having

ordinary skill in the art. Uniroyal, Inc. v. Rudkin-W]|ey

Corp., 837 F.2d 1044, 1051, 5 USPRd 1434, 1438 (Fed. Cir.),

cert. denied, 488 U S. 825 (1988); Ashland G1l, Inc. v. Delta

Resins & Refractories, Inc., 776 F.2d 281, 293, 227 USPQ 657,

664 (Fed. Gir. 1985), cert. denied, 475 U.S. 1017 (1986);: ACS

Hosp. Sys.., Inc. v. Montefiore Hosp., 732 F.2d 1572, 1577, 221

USPQ 929, 933 (Fed. Cir. 1984). These showi ngs by the
exam ner are an essential part of conplying with the burden of

presenting a prim facie case of obviousness. Note In re
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Cetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Cr
1992). If that burden is nmet, the burden then shifts to the

applicant to overconme the prima facie case with argunent

and/ or evidence. Obviousness is then determ ned on the basis
of the evidence as a whole and the rel ative persuasi veness of

t he

argunents. See ld.; In re Hedges, 783 F.2d 1038, 1039, 228

USPQ 685, 686 (Fed. Cr. 1986); In re Piasecki, 745 F.2d 1468,

1472, 223 USPQ 785, 788 (Fed. Cir. 1984); and In re Ri nehart,

531 F.2d 1048, 1052, 189 USPQ 143, 147 (CCPA 1976). Only
those argunents actually nmade by appel |l ants have been
considered in this decision. Argunents which appellants coul d
have nmade but chose not to nmake in the brief have not been
consi dered [see 37 CFR

§ 1.192(a)].

Wth respect to independent clainms 1, 6, 10 and 15,
the exam ner finds that Birchler teaches the solution to the
anal ogous probl em of maintaining high signal |evels below a
maxi mum t hreshol d val ue. The exam ner essentially finds that
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it woul d have been obvious to the artisan to apply Birchler’s
techni que to the anal ogous probl em of naintaining signha

| evel s above a m nimumthreshold value. To the extent that
any other limtations of the clains are absent fromBirchler,
t he exam ner takes official notice that such limtations were
well known in the art. Van Dasler is cited to support the
exam ner’s position that placing the waveshapi ng operati on
bef ore the w ndow ng operation woul d have been obvi ous

[ answer, pages 3-8].

Appel  ants argue that there is no suggestion within
the applied prior art to nodify the teachings of Birchler to
sol ve an “anal ogous” problem Appellants also argue that the
proposed nodification of Birchler would render Birchler
i noperable for its intended purpose. Since there is no
notivation to nodify Birchler in the manner proposed by the

exam ner, appellants argue that the exam ner has failed to

establish a prima facie case of obviousness [brief, pages 3-
5].
The exam ner responds that notivation to nodify the
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ref erences cones fromthe general know edge of the artisan
that Birchler’s disclosed nethod could be applied to the

anal ogous probl em sol ved by appellants’ invention. The

exam ner al so responds that since the problens sol ved by
Birchler’s system and appellants’ invention are anal ogous, the
argunment that Birchler is rendered inoperable if nodified as
suggested by the exam ner fails [answer, pages 8-11].

We agree with the position argued by appellants. The
probl em sol ved by Birchler relates to the reduction of the
peak-to-average ratio (PAR) |evel of a communication signa
wi t hout causing significant signal splatter. This problemis

af fected by

t he appearance of high | evel peaks in the comruni cation signa
and is apparently unaffected by |low | evel signal values. The
cl ai med invention, on the other hand, relates to conditioning
signals so that the envel ope of a nodul ated signal is

mai nt ai ned above a particular threshold. Birchler offers no
teachi ng or suggestion with respect to nodifying signals of

t he envel ope which are bel ow sonme threshold. The only reason
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for applying Birchler’'s teachings to the type of signals
claimed by appellants is based on the examner’s finding that
the problens to be solved are anal ogous. The exam ner’s

t heory of anal ogousness, however, is not evidence of

obvi ousness. There nust be sone teaching on the record that
woul d have led the artisan to believe that the solution to the
PAR probl em woul d have rel evance to the probl em sol ved by
appel l ants’ invention. The exam ner’s analysis only nakes
sense when one starts with the clainmed invention and wor ks
backwards in search of simlar systens. Such a basis to find
obvi ousness inproperly relies on the hindsight teachings of
appel l ants” own disclosure and clains. There is no suggestion
within the applied prior art to nodify Birchler to condition
envel ope signals in the manner recited in the clained

i nventi on.

For these reasons, we do not sustain the exam ner’s
rejection of independent clains 1, 6, 10 or 15, or of any of
the clains which depend therefrom Therefore, the decision of

the exam ner rejecting clainms 1-20 is reversed.
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REVERSED

KENNETH W HAI RSTON )
Adm ni strative Patent Judge

N N N N N N N N N

JERRY SM TH BOARD OF PATENT
Adm ni strative Patent Judge APPEALS AND

| NTERFERENCES
LANCE LEONARD BARRY )

Adm ni strative Patent Judge
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Mot orol a I nc.

Intellectual Property Departnent
8000 West Sunrise Boul evard

Fort Lauderdale, FL 33322
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